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DETAILED ACTION 

Response to Arguments 

Applicant's submission of 5 May 2008 has been entered. 
Claims 1-23 are pending, of which claims 21-23 are withdrawn from prosecution 
as being directed to a non-elected invention. 
Claims 1-20 will be examined. 



Response to Arguments 

On 5 May 2008, applicant amended claims 1-20. 

For claim 1 , objections to singular/plural are withdrawn in view of amendment. 
For claims 4, 13, 19, 20 objections concerning antecedent basis are withdrawn in 
view of amendment. 

Concerning coordinated , applicant argues 

...specification discloses numerous considerations to be included in creating a system to 
coordinate but not match features on items. The specification is amended to title the 
section identified as "EXAMPLE SYSTEMS FOR CREATING..." to be titled "TYPICAL 
SYSTEM CONSIDERATIONS..." This amended title now better reflects what is included 
in the section. As disclosed the section is not an example but rather provides numerous 
issues and guidance for consideration when creating a coordination system as claimed. 

Concerning traditional and non-traditional, Applicant quotes extensively from the 

MPEP and concludes that 

Those skilled in the art fully understand what items are traditionally sold in pairs. The use of the 
phrase "traditionally sold in pairs" in the specification including Table 1 ensures that "those skilled 
in the art would understand what is claimed when the claim is read in light of the specification." 

In response to the above, examples are not definitions. 

...Where an explicit definition is provided by the applicant for a term, that definition will 
control interpretation of the term as it is used in the claim. Toro Co. v. White 
Consolidated Industries Inc., 199 F.3d 1295, 1301, 53 USPQ2d 1065, 1069 (Fed. Cir. 
1999) (meaning of words used in a claim is not construed in a "lexicographic vacuum, 
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but in the context of the specification and drawings."). Any special meaning assigned to 
a term "must be sufficiently clear in the specification that any departure from common 
usage would be so understood by a person of experience in the field of the invention." 
Multiform Desiccants Inc. v. Medzam Ltd., 133 F.3d 1473, 1477, 45 USPQ2d 1429, 
1432 (Fed. Cir. 1998). See also MPEP § 2111.01. 

• During prosecution, claims are given their broadest reasonable interpretation: 

USPTO personnel are to give claims their broadest reasonable interpretation in light of the 
supporting disclosure. In re Morris, 127 F.3d 1048, 1054-55, 44 USPQ2d 1023, 1027-28 
(Fed. Cir. 1997). Limitations appearing in the specification but not recited in the claim 
should not be read into the claim. E-Pass Techs., Inc. v. 3Com Corp., 343 F.3d 1364, 
1369, 67 USPQ2d 1947, 1950 (Fed. Cir. 2003) (claims must be interpreted "in view of the 
specification" without importing limitations from the specification into the claims 
unnecessarily). In re Prater, 415 F.2d 1393, 1404-05, 162 USPQ 541, 550- 551 (CCPA 
1969). See also In re Zletz, 893 F.2d 319, 321-22, 13 USPQ2d 1320, 1322 (Fed. Cir. 
1989) ("During patent examination the pending claims must be interpreted as broadly as 
their terms reasonably allow.... The reason is simply that during patent prosecution when 
claims can be amended, ambiguities should be recognized, scope and breadth of 
language explored, and clarification imposed.... An essential purpose of patent 
examination is to fashion claims that are precise, clear, correct, and unambiguous. MPEP 
2106. 

The Examiner acknowledges that claims 4 and 5 differ in that Claim 4 refers to 
"category of items traditionally sold in pairs" and Claim 5 adds the limitation that the 
"items are also packaged for sale in quantities other than two" 

Prior art rejections 

Concerning the rejection of claim 1 under 35 USC 102(b), Applicant argues 

Feld does not disclose 

selecting items to be coordinated but not matched; 
selecting a feature on those items; 

creating a system to coordinate the selected features on each item; and 
creating a minimum of two coordinated items based on the system 
all of which are claimed in [amended] claim 1 of this application. Emphasis and notes added] 

In response, Applicant's arguments fail to comply with 37 CFR 1 .1 1 1(b) because 
they amount to a general allegation that the claims define a patentable invention without 
specifically pointing out how the language of the claims patentably distinguishes them 



from the references. 
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Applicant's arguments do not comply with 37 CFR 1 .1 1 1(c) because they do not 
clearly point out the patentable novelty which he or she thinks the claims present in view 
of the state of the art disclosed by the references cited or the objections made. Further, 
they do not show how the amendments avoid such references or objections. 

Applicant presents no separate arguments concerning the rejections of claims 7, 
1 3 and 1 7 under 35 USC 1 03(a), but relies on patentability of claim 1 . 

Claim Rejections - 35 USC §112 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1-20 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The term creating in Claim 1 renders the claims indefinite. Claiml refers to 
creating a [series of steps] and to creating a set of physical items: 

creating a system [of a series of steps] 

creating a minimum of two... items based on the [series of steps]. 

However, the items already exist, since the items are selected in previous 
limitations of the claim. The physical items are described in other claims as 
"...items. ..are. ..[socks, earrings, etc.]..." The Examiner also notes that remaining claims 
pre-suppose the existence of the items that are initially selected, since applicant refers 
to the items as items chosen from a category of items traditionally sold in pairs and 
packaged in non-traditional quantities. 
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As to the series of steps claimed, claim 1 appears to comprise (a) selecting items 
and (b) selecting a feature of [each?] item. Claim 3 adds (c) considering characteristics 
of color, etc., claim 2 adds (d) considering age, etc. 

For purposes of examination the limitations are interpreted to refer to one or 
more steps that are repeated to produce a result. 

Coordinated, not-matched and their derivatives 

In claim 1 , the terms c oordinated, not-matched [and their derivatives and 

combinations] appear to be descriptive material, merely describing inferential activities 

that are not involved in an active sense and are not positively recited. For example, 

Claim 1 refers, in part, to 

selecting items [...label 1: to be coordinated but not matched]; 
selecting a feature on the items [...label 1: to be coordinated but not matched]; 
creating a system [a series of steps] [...label 2: to coordinate but not match] the selected feature 
on each item; and 

creating a minimum of two [...label 3: coordinated...] items based on the [series of steps]. 
For purposes of examination the limitations are interpreted to refer to selecting 
items based on atrributes. 

traditional and non-traditional 

In claims 4,14,18,19 and 20, the terms traditional and non-traditional render the 
claims indefinite. The terms are not defined by the claim, the specification does not 
provide a standard for ascertaining the requisite degree, and one of ordinary skill in the 
art would not be reasonably apprised of the scope of the invention. It is not clear how 
one determines what is traditiona\ and non-fracZ/'f/onal in order to avoid infringement. In 
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the absence of an explicit definition, the terms traditiona\, non-traditiona\ [and 
derivatives] are given their broadest reasonable interpretation to include any aspect of 
cultural continuity in social attitudes, customs, and institutions. MERRIAM WEBSTER 
Collegiate Dictionary. Prior art will be interpreted as reading on traditional, non- 
traditiona\ where prior art discloses the action as occurring on any quantity of a product. 

parts and pieces 

Claims 8-10 refer to items with multiple parts while claims 11-14 refer to items 
with multiple pieces . The specifications and drawings appear to use the terms as 
synonyms. The terms will be interpreted as synonyms. 

Items and products 

Claims 11, 15, 19 and 20 refer to products, other claims refer to items. The 
specifications and drawings appear to use the terms as synonyms. The terms will be 
interpreted as synonyms. 

Claim Rejections - 35 USC § 102 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claims 1-6, 8-12, 14-16, 18-20, as interpreted, are rejected under 35U.S.C. 
102(b) as being anticipated by Feld et al., US PG-PUB 20010026272, filed 26 February 
2001 and published October 2001 . 
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As per claim 1 , Feld discloses method(s) for coordinating but not matching items 
comprising: 

Selecting items to be coordinated but not matched. See, for example, Feld, at least 
paragraph 0054. 

Selecting a feature on the items to be coordinated but not matched. See, for 
example, Feld, at least paragraph 0045; 

Creating a system to coordinate but not match the selected feature on each item. 
See, for example, Feld, at least Figs. 5, 6 and 10 for series of steps. 

Creating a minimum of two coordinated items based on the system. See, for 
example, Feld, paragraph 0012. 

As per claim 3, Feld discloses considering the characteristics of color, patterns, 
shapes and size for coordination. See, for example, Feld, at least color (paragraph 
0039), patterns (paragraph 0013), shapes (paragraph 0002) and size (paragraph 0039). 

As per claim 2 , Feld discloses considering age, sex and culture. Feld, paragraph 
0032 and 0035. 

As per claim 4 . Feld discloses that items selected are chosen from a category of 
items traditionally sold in pairs. See, for example, Feld, socks, as in paragraph 0032). 

As per claim 5 . Feld discloses that items are packaged for sale in quantities other 
than two. See, for example, Feld, at least paragraph 0002. 

As per claim 6 . Feld discloses that the items are socks. See, for example, Feld, 
at least paragraph 0032. 
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As per claim 8 , Feld discloses that the items selected are chosen from a category 
of items with multiple parts. See, for example, Feld, at least eyeglasses, as in 
paragraph 0032; see also Fig. 11 . 

As per claim 9 , Feld discloses that the items are eyeglasses. See, for example, 
Feld, at least paragraph 0032. 

As per claim 10, Feld discloses that the items are sweatpants. See, for example, 
Feld, at least Paragraph 0032. 

As per claim 11, Feld discloses that the items selected are chosen from a 
category of products with multiple pieces. See, for example, Feld, at least Fig. 1 1 and 
related text. 

As per claim 12, Feld discloses the items are pajama tops, bottoms, and slippers. 
See, for example, Feld, at least Paragraph 0032, lingerie, underclothing. 

Claim 14 is rejected on the same grounds as claim 5. 

As per claim 15 , Feld discloses that the items selected is are chosen from a 
category of products matched within a group. See, for example, Feld, Fig. 1 and related 
text. See also paragraph 0054. 

As per claim 16, Feld discloses that the items used in kitchens are selected. 
See, for example, Feld, at least paragraphs 0008, 0032 and other references to 
furniture coverings, curtains, etc. 

Claim 18 is rejected on the same grounds as claim 5. 
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As per claim 19 , Feld discloses that items selected are chosen from a category of 
items traditionally sold in pairs wherein the products have multiple unconnected pieces. 
See, for example, Feld, at least paragraph 0032. 

As per claim 20 , Feld discloses that items selected are chosen from a category of 
items traditionally sold in pairs, wherein the products have multiple physically connected 
pieces. Feld, see, for example, at least Fig. 1 1 and related text. 

Claim Rejections - 35 USC § 103 

The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Claim 7, as interpreted, is rejected under 35 U.S.C. 103(a) as being 
unpatentable over Feld. 

As per claim 7, Feld discloses does not specifically disclose that hat the items 
are earrings. Feld discloses that articles may include accessories such as belts, 
jewelry. It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to expand Feld to disclose that hat the items are earrings because 
the incorporation of such features is no more than the predictable use of prior art 
elements according to their established function. 

Claim 13 is rejected under 35 U.S.C. 103(a) as being unpatentable over Feld 
in view of Berger, US 6,414,693. 

As per claim 13, Feld does not specifically disclose that a luggage set is 
selected. This is disclosed by Berger, Col. 1 , lines 12-33. It would have been obvious to 
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one of ordinary skill in the art at the time the invention was made to combine Feld and 
Berger to disclose that a product is a luggage set because the incorporation of such 
features is no more than the predictable use of prior art elements according to their 
established function. 

Claim 17 is rejected under 35 U.S.C. 103(a) as being unpatentable over Feld 
in view of Marx et al. (PG-PUB 2003/01 041 48A1). 

As per claim 17, Feld does not specifically disclose that the items selected are 
clothing items for members of a team. This is disclosed by Marx, paragraph 0008. It 
would have been obvious to one of ordinary skill in the art at the time the invention was 
made to combine Feld and Marx to disclose that products are clothing for team 
members because the incorporation of such features is no more than the predictable 
use of prior art elements according to their established function. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Point taken: This season's round shoes will flatter your feet. But beware of piggy 
legs; [National Edition], Mireille Siicoff. National Post . Don Mills, Ont.: Mar 8. 2003 . pg. 
FA.10, 3 pages, downloaded from ProQuest Direct on the Internet on 16 August 2008. 

Contemporary style, ethnic fabric mixed | Fashion Focus; [1,2,3,4,5,6 Edition], 
Lucretia Steiger. The San Diego Union . San Diego, Calif.: Oct 12, 1985 . pg. C.2, 3 
pages, downloaded from ProQuest Direct on the Internet on 16 August 2008. 
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Willi Smith put whimsy in fashion:[FINAL Edition] , Elizabeth Sporkin. USA 
TODAY (pre-1997 Fulltext). McLean, Va.:Apr 20, 1987. p. 04D, 3 pages, downloaded 
from ProQuest Direct on the Internet on 16 August 2008. 

FootTraffic web site. 4 pages, downloaded from the Internet on 1 1 February 

2008. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JAMES ZURITA whose telephone number is (571)272- 
6766. The examiner can normally be reached on 8am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jeffrey A. Smith can be reached on (571)272-6763. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 

Patent Application Information Retrieval (PAIR) system. Status information for 

published applications may be obtained from either Private PAIR or Public PAIR. 

Status information for unpublished applications is available through Private PAIR only. 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 

you have questions on access to the Private PAIR system, contact the Electronic 

Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 

USPTO Customer Service Representative or access to the automated information 

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/James Zurita/ 
Primary Examiner 
Art Unit 3625 
17 August 2008 



